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DETAILED ACTION 

Response to Amendment 

1 . Amendments to the specification and claims 20 - 22 and 24, cancellation of 
claims 1-10, and addition of claims 30 - 40, filed on April 2, 2004 and May 16, 2005, 
have been entered in the above-identified application. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Election/Restrictions 

3. Newly submitted claims 30 - 40 are directed to an invention that is independent 
or distinct from the invention originally claimed and elected for the following reasons: the 
product of claims 20 - 29 can be made by another and materially different method, such 
as curing the resin using IR radiation or convection heating. Applicants are reminded 
that process limitations in a product claim are not germane to the determination of 
patentability or restriction requirements unless it can be shown to result in an unobvious 
difference can be shown to result from the claimed process limitations. In the instant 
case, the Examiner deems there is no unobvious difference in the final structure of the 
product whether the product is cured via UV, IR or convection heating. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 30 - 40 are withdrawn from 
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consideration as being directed to a non-elected invention. See 37 CFR 1 .142(b) and 
MPEP§ 821.03. 



Examiner's Comments 

4. The Examiner notes that claim 20 depends from a withdrawn claim (i.e. claim 
30). The limitations of claim 30 have been considered in the determination of 
patentability of claim 20, however should claim 20 be found allowable applicants will be 
required to incorporate the subject matter of claim 30 into claim 20. 

5. The limitation "radiation cured magnetic resin" has been given the same scope 
as in parent application 10/184,867 (see Paragraph 5 of the Office Action mailed June 
21, 2004 in application 10/184,867). 

6. The Examiner notes that claim 30 recites the limitation "an effective amount of a 
photo inhibitor", which appears to be a typographical error and should recite "an 
effective amount of a photo initiator". For purposes of evaluating the prior art, the 
Examiner has interpreted claim 30 as reciting "photo initiator" not "photo inhibitor". 



Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
41 8 F.2d 528, 1 63 USPQ 644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
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patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

8. Claims 20 - 29 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 5-10 and 30 - 
39 of copending Application No. 10/184,867. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because both applications 
claim a composite object meeting the claimed structural limitations. This is a provisional 
obviousness-type double patenting rejection because the conflicting claims have not in 
fact been patented. 

Claim Objections 

9. Claims 20 - 29 are objected to because of the following informalities: claim 20 
depends from a withdrawn claim (claim 30) and should be amended to include the 
subject matter of claim 30 prior to allowance (see Paragraph 4 above). Appropriate 
correction is required. 
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Claim Rejections - 35 USC §112 

10. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1 1 . Claims 20 - 29 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The specification does not describe "an 
effective amount of a photo inhibitor", which is recited in claim 30 (from which claim 20 
depends). For the purposes of evaluating the prior art, the Examiner has interpreted 
claim 30 as reciting "an effective amount of a photo initiator". 

12. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

13. Claims 20 - 29 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 30, from which claim 20 depends, recites using UV radiation to cure the 
resin, as well as claim 20 reciting a radiation cured resin. However, claim 30 further 
recites adding "an effective amount of a photo inhibitor", which renders the claim 
indefinite since is it unclear what "an effective amount" would be in this situation. Given 
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that one desires to UV cure the resin, one would not want to inhibit the ability of the 
resin to be photo (UV) cured, so is "effective amount" zero? Or is the effective amount 
of a photo inhibitor referring to a non-zero amount to prevent further photo-induced 
degradation after curing? Applicants' specification provides no guidance, which is why 
the Examiner deems that the limitation as claimed is indefinite. However, as noted 
above, the Examiner believes that this is a typographical error and has interpreted the 
claim as requiring "an effective amount of a photo initiator. 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 20 - 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Arai et at. (WO 2001/32334) in view of Boudouris et al. (U.S. Patent App. No. 
2002/0081446 A1) and Durand (U.S. Patent No. 5,093,038). See Arai et al. (U.S. 
Patent No. 6,536,507 B1) which is the English language equivalent of WO '334. 

Regarding claim 20, Arai et al. disclose a bonded magnet composition (i.e. 
applicants' "radiation cured magnetic resin") (col. 1, lines 10- 18) comprising 50 - 95 
weight % of magnetic particles (col. 3, lines 29 - 34) having an average particle size 
ranging from 1 to 200 u (col. 11, lines 42 - 45), in combination with 5 to 50 weight % of 
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a radiation curable resin (col. 1, lines 10- Wand col. 4, lines 1 - 37: "polymethyl 
methacrylate", "epoxy resins", and "butadiene-acrylonitrile rubber 1 ). 

While Arai et al. fail to disclose using radiation to cure the composite resin, the 
Examiner notes that the disclosed materials are clearly capable of being cured by 
radiation and using radiation to cure polymers is known to one of ordinary skill in the art 
as a method of curing that avoids direct application of heat to avoid degradation or 
melting problems. However, as noted above, the use of radiation is a process limitation 
and is not germane to the determination of patentability of a product claim unless an 
unobvious difference in the final structure of the product can be shown. 

Arai et al. further fail to disclose the viscosity of the magnetic composition, an 
effective amount of photo initiator, nor a composite object comprising a non-magnetic 
substrate having at least one surface to which is directly adhered a printed layer of the 
radiation cured magnetic resin. 

However, Boudouris et al. teach using bonded magnet compositions meeting 
applicants' claimed viscosity limitations inorder to insure proper processing and 
application of the bonded magnetic compositions (Paragraphs 0060 and 0073) inorder 
to allow it to be directly adhered to a nonmagnetic substrate for improved processability 
(Paragraphs 0002 and 0008). 

Regarding the limitation(s) "a printed layer of a radiation cured magnetic resin", 
the Examiner has given the term(s) the broadest reasonable interpretation(s) consistent 
with the written description in applicants' specification as it would be interpreted by one 
of ordinary skill in the art. In re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 1023, 
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1027 (Fed. Cir. 1997); In re Donaldson Co., Inc., 16 F.3d 1 190, 1 192-95, 29 USPQ2d 
1 845, 1 848-50 (Fed. Cir. 1 994). See MPEP 2111. Specifically, the Examiner deems 
that "printed layer" has at least two meanings. First, it could be construed to mean that 
the magnetic layer contains indicia or markings. Second, it could be construed to mean 
that the magnetic layer is "printed" onto the substrate, i.e. as an equivalent term to 
"deposited". The latter definition could also include magnetic resin layers that are both 
continuous or discontinuous (as in "printed" into shapes, etc.). Applicants' as-filed 
specification does not clearly define which of the above interpretations is meant by the 
term "printed layer of a radiation cured magnetic resin" and for the purposes of 
evaluating the prior art, the Examiner has interpreted the claim as being open to either 
definition. As such, Boudouris et al. disclose depositing a magnetic layer on the non- 
magnetic substrate (Paragraphs 0002 and 0008). 

It would therefore have been obvious to one of ordinary skill in the art at the time 
of the applicant's invention to modify the device of Arai et al. to possess a viscosity and 
be formed as a composite object meeting applicants' claimed limitations as taught by 
Boudouris et al., since such limitations insure proper processing and application of the 
bonded magnetic compositions inorder to allow it to be directly adhered to a 
nonmagnetic substrate for improved processability. 

Furthermore, Durand teaches that it is known in the art to add photo initiators to 
radiation curable resin compositions inorder to achieve improved curing characteristics 
(col. 14, lines 18-20 and col. 1 7, tine 66 bridging col. 18, line 24). 
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It would, therefore, have been obvious to one of ordinary skill in the art at the 
time of the applicant's invention to modify the device of Arai et al. in view of Boudouris 
et al. to include "an effective amount of a photo initiator" as taught by Durand, since 
adding a photo initiator in an effective amount to a radiation curable resin composition 
can achieve improved curing characteristics. 

The Examiner further notes that it would have been obvious to add an effective 
amount of a "photo inhibitor" should non-UV curing be used inorder to prevent photo- 
initiated degradation, or where "effective amount" is zero if UV curing is utilized. 

Regarding the limitation(s) "when used in an inline printing process", the 
Examiner notes that this limitation(s) are/(is a) process limitation(s) and is/are not 
further limiting in terms of the structure resulting from the claimed process. Specifically, 
in a product claim, as long as the prior art product meets the claimed structural 
limitations, the method by which the product is formed is not germane to the 
determination of patentability of the product unless an unobvious difference can be 
shown to result from the claimed process limitations. In the instant case, since the 
viscosity of a curable resin is strongly temperature dependent and Boudouris et al. 
provides an explicit teaching of using a polymer with the desired viscosity range, the 
Examiner notes that the disclosed resins can clearly meet the claimed viscosity 
limitation "when used in an inline printing process" by simply adjusting the temperature 
at which the in-line printing is performed. 

Similarly, the limitation "by applying UV radiation to the coating to effect the 
radiation cure of said composition" and "magnetically charging the magnetic particles" 
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are process limitations in a product claim and are not further limiting in terms of the 
structure resulting from the claimed process since there does not appear to be any 
unobvious difference in the relative structures of the claimed and prior art products 
resulting from the claimed process limitations. 

The limitation(s) "to form an in-line printing composition" is (an) intended use 
limitation(s) and is not further limiting in so far as the structure of the product is 
concerned, except as noted below. Note that "in apparatus, article, and composition 
claims, intended use must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, 
then it meets the claim. In a claim drawn to a process of making, the intended use 
must result in a manipulative difference as compared to the prior art." [emphasis added] 
In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967); In re Otto, 312 F.2d 937, 938, 
1 36 USPQ 458, 459 (CCPA 1 963). See MPEP § 21 1 1 .02. The Examiner deems that 
the structure afforded by the above intended use limitation is that the product must 
possess sufficient flexibility to allow for moving over the printing apparatus 
(specification, page 3). The Examiner notes that Boudouris et al. teach flexible 
magnetic composite structures, hence meeting the claimed intended use limitation 
(Paragraph 0008). 

Regarding claims 21 and 22, Arai et al. disclose magnetic particles meeting 
applicants 1 claimed size limitations (col. 11, lines 42 - 45). 
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Regarding claim 23, Boudouris et al. teach coating meeting applicants' claimed 
thickness limitations inorder to insure a flexible and printable composite object 
(Paragraph 0075). 

Regarding claims 24 - 27, the Examiner deems that the claimed substrate 
materials are all known equivalents to the non-magnetic substrates used in printable, 
permanent magnetic assemblies, as taught by Boudouris et al. (Paragraphs 0004 and 
0072). Substitution of equivalents requires no express motivation as long as the prior 
art recognizes the equivalency. In the instant case, the claimed substrate materials are 
all known equivalents in the field of substrates useable in printable, permanent magnetic 
assemblies. In re Fount 213 USPQ 532 (CCPA 1982); In re Siebentritt 152 USPQ 618 
(CCPA 1967); Graver Tank & Mfg. Co. Inc. v. Linde Air Products Co. 85 USPQ 328 
(USSC 1950). 

Regarding claims 28 and 29, Boudouris et al. teach using printing or indicia on 
the composite object (Paragraphs 0004, 0005 and 0058) and it is deemed that it would 
have been obvious to one of ordinary skill in the art to use the printing or indicia on the 
side of the substrate opposite the magnetic resin composition so that the printing or 
indicia would be visible when the composite object is magnetically adhered to a surface. 
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15. Claims 20 - 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Boudouris et al. ('446 A1) in view of Srail et al. (U.S. Patent No. 5,051 ,200) and Durand 
('038). 

Regarding claims 20 - 22, Boudouris et al. disclose a composite object 
comprising a non-magnetic substrate (Figure 1, layer 14) coated on at least one side 
with a bonded magnet composition (i.e. applicants' "radiation cured magnetic resin") 
(Figure 1, layer 12) comprising 50 - 95 weight % of magnetic particles (Paragraph 
0010) in combination with 5 to 50 weight % of a radiation curable resin (Paragraphs 
0010 and 0039 - 0054 - "methyl (meth) acrylates'), meeting applicants' claimed 
viscosity range limitations (Paragraphs 0060 and 0073). 

Regarding the limitation(s) "a printed layer of a radiation cured magnetic resin", 
the Examiner has given the term(s) the broadest reasonable interpretation(s) consistent 
with the written description in applicants' specification as it would be interpreted by one 
of ordinary skill in the art. In re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 1023, 
1027 (Fed. Cir. 1997); In re Donaldson Co., Inc., 16 F.3d 1 190, 1 192-95, 29 USPQ2d 
1845, 1848-50 (Fed. Cir. 1994). See MPEP 2111. Specifically, the Examiner deems 
that "printed layer" has at least two meanings. First, it could be construed to mean that 
the magnetic layer contains indicia or markings. Second, it could be construed to mean 
that the magnetic layer is "printed" onto the substrate, i.e. as an equivalent term to 
"deposited". The latter definition could also include magnetic resin layers that are both 
continuous or discontinuous (as in "printed" into shapes, etc.). Applicants' as-filed 
specification' does not clearly define which of the above interpretations is meant by the 
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term "printed layer of a radiation cured magnetic resin" and for the purposes of 
evaluating the prior art, the Examiner has interpreted the claim as being open to either 
definition. As such, Boudouris et al. disclose depositing a magnetic layer on the non- 
magnetic substrate (Paragraphs 0002 and 0008). 

Regarding the limitation(s) "when used in an inline printing process", the 
Examiner notes that this limitation(s) are/(is a) process limitation(s) and is/are not 
further limiting in terms of the structure resulting from the claimed process. Specifically, 
in a product claim, as long as the prior art product meets the claimed structural 
limitations, the method by which the product is formed is not germane to the 
determination of patentability of the product unless an unobvious difference can be 
shown to result from the claimed process limitations. In the instant case, since the 
viscosity of a curable resin is strongly temperature dependent and Boudouris et al. 
provides an explicit teaching of using a polymer with the desired viscosity range, the 
Examiner notes that the disclosed resins can clearly meet the claimed viscosity 
limitation "when used in an inline printing process" by simply adjusting the temperature 
at which the in-line printing is performed. 

Similarly, the limitation "by applying UV radiation to the coating to effect the 
radiation cure of said composition" and "magnetically charging the magnetic particles" 
are process limitations in a product claim and are not further limiting in terms of the 
structure resulting from the claimed process since there does not appear to be any 
unobvious difference in the relative structures of the claimed and prior art products 
resulting from the claimed process limitations. 
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The limitation(s) "to form an in-line printing composition" is (an) intended use 
limitation(s) and is not further limiting in so far as the structure of the product is 
concerned, except as noted below. Note that "in apparatus, article, and composition 
claims, intended use must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, 
then it meets the claim. In a claim drawn to a process of making, the intended use 
must result in a manipulative difference as compared to the prior art." [emphasis added] 
In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967); In re Otto, 312 F.2d 937, 938, 
136 USPQ 458, 459 (CCPA 1963). See MPEP § 2111.02. The Examiner deems that 
the structure afforded by the above intended use limitation is that the product must 
possess sufficient flexibility to allow for moving over the printing apparatus 
(specification, page 3). The Examiner notes that Boudouris et al. teach flexible 
magnetic composite structures, hence meeting the claimed intended use limitation 
(Paragraph 0008). 

Boudouris et al. fail to explicitly disclose using a radiation curable resin 
composition or the particle size of the magnetic particles. 

While Boudouris et al. fail to explicitly disclose using radiation to cure the 
composite resin, the Examiner notes that the disclosed materials are clearly capable of 
being cured by radiation and using radiation to cure polymers is known to one of 
ordinary skill in the art as a method of curing that avoids direct application of heat to 
avoid degradation or melting problems. However, as noted above, the use of radiation 
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is a process limitation and is not germane to the determination of patentability of a 
product claim unless an unobvious difference in the final structure of the product can be 
shown. In addition, Srail et al. teach that by using UV curable resin compositions for 
bonded magnets is advantageous since the resin can be cured with reduced risk of 
degradation, wasted energy and reduced risk of melting (col. 11, lines 14 - 46). Durand 
further teaches known UV curable resins meeting the disclosed material limitations by 
applicants, wherein uniform shrinkage can be obtained, as well as optimization of the 
degree of cure (col. 3, lines 7- 14; col. 4, line 25 bridging col. 7, line 9; col. 7, lines 32 - 
36; col. 8, lines 40 - 60; chemicals in cols 9 - 12; col. 20, line 1 bridging col. 23, line 13; 
and col. 25, line 65 bridging col. 26, line 27). 

It would, therefore, have been obvious to one of ordinary skill in the art at the 
time of the applicant's invention to modify the device of Boudouris et al. to use a UV 
curable resin composition meeting applicants' claimed limitations as taught by Srail et 
al. and Durand, since such a composition can produce bonded magnetic layers with 
uniform shrinkage, optimized degree of cure and with reduced risk of degradation and 
reduced energy consumption versus heat curing. 

Regarding the size of the magnetic particles, Srail et al. teach the importance of 
optimizing the size of the particles depending on the magnetic properties desired and/or 
oxidation resistance, including embodiments meeting applicants' claimed particle size 
limitations (col. 6, line 32 bridging col. 8, line 50 and Tables II and III). The Examiner 
deems that it would have been obvious to one having ordinary skill in the art to have 
determined the optimum value of a results effective variable such as the particle size 
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through routine experimentation, especially given the teaching in Srail et al. regarding 
the desire to control the particle size to optimize the magnetic and mechanical 
properties of the magnet. In re Boesch, 205 USPQ 215 (CCPA 1980); In re Geisler, 
116 F. 3d 1465, 43 USPQ2d 1362, 1365 (Fed. Cir. 1997); In reAller, 220 F.2d, 454, 
456, 105 USPQ 233, 235 (CCPA 1955). 

Boudouris et al. further fail to disclose an effective amount of photo initiator. 

However, Durand teaches that it is known in the art to add photo initiators to 
radiation curable resin compositions inorder to achieve improved curing characteristics 
{col. 14, lines 18-20 and col. 17, line 66 bridging col. 18, line 24). 

It would, therefore, have been obvious to one of ordinary skill in the art at the 
time of the applicant's invention to modify the device of Boudouris et al. in view of Srail 
et al. to include "an effective amount of a photo initiator" as taught by Durand, since 
adding a photo initiator in an effective amount to a radiation curable resin composition 
can achieve improved curing characteristics. 

The Examiner further notes that it would have been obvious to add an effective 
amount of a "photo inhibitor" should non-UV curing be used inorder to prevent photo- 
initiated degradation, or where "effective amount" is zero if UV curing is utilized. 

Regarding claim 23, Boudouris et al. teach coating meeting applicants' claimed 
thickness limitations inorder to insure a flexible and printable composite object 
(Paragraph 0075). 

Regarding claims 24 - 27, the Examiner deems that the claimed substrate 
materials are all known equivalents to the non-magnetic substrates used in printable, 
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permanent magnetic assemblies, as taught by Boudouris et al. (Paragraphs 0004 and 
0072). Substitution of equivalents requires no express motivation as long as the prior 
art recognizes the equivalency. In the instant case, the claimed substrate materials are 
all known equivalents in the field of substrates useable in printable, permanent magnetic 
assemblies. In re Fount 213 USPQ 532 (CCPA 1982); In re Siebentritt 1 52 USPQ 618 
(CCPA 1967); Graver Tank & Mfg. Co. Inc. v. Linde Air Products Co. 85 USPQ 328 
(USSC1950). 

Regarding claims 28 and 29, Boudouris et al. teach using printing or indicia on 
the composite object (Paragraphs 0004, 0005 and 0058) and it is deemed that it would 
have been obvious to one of ordinary skill in the art to use the printing or indicia on the 
side of the substrate opposite the magnetic resin composition so that the printing or 
indicia would be visible when the composite object is magnetically adhered to a surface. 

Response to Arguments 
16. The rejection of parent claims 1-10 under 35 U.S.C § 102(b) and/or 103(a) - 
Ho Kuan, alone or in combination with various references 

Applicant's arguments have been considered but are moot in view of the new 
ground(s) of rejection. 
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Conclusion 



17. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Dickens, Jr. et al. (U.S. Patent No. 5,173,206) teach binder and 
binderless bonded magnets comprising magnetic powders meeting applicants' claimed 
material and size limitations, as well as the use of eppxy and acrylate binders (entire 
disclosure). 

1 8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin M Bernatz whose telephone number is (571 ) 272- 
1505. The examiner can normally be reached on M-F, 9:00 AM - 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on (571) 272-1284. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



KevinU.Betnatz.PbD 
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